TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 23

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte MASAYA I TO SEIJI MORI and TAKAYA YOSH KAWA

Appeal No. 97-1156
Application 08/192,270 *

ON BRI EF 2

Bef ore CALVERT, COHEN and ABRAMS, Adm ni strative Patent
Judges.

COHEN, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

ppplication for patent filed February 7, 1994. According to appell-
ants, this application is a division of application Serial No. 07/987, 186
filed Decenber 8, 1992.

2 This panel of the board acknow edges appellants’ request for an ora
heari ng dated August 12, 1996. However, in accordance with 37 CFR 1.196(c),
as anmended effective Decenber 1, 1997, we consider a hearing in this case to
be unnecessary in light of the hearing that took place on June 11, 1998 in a
rel ated appeal in parent application 08/ 987,186 (Appeal No. 96-1651); this
parent application being discussed by appellants on page 5 of the main brief
(Paper No. 19). This appeal, therefore, will be decided on brief.
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This is an appeal fromthe final rejection of clainms 30

through 48. These clains constitute all of the clains
remai ning in the application.

The invention on appeal relates to a ceram c-netal

conposite assenbly. An understanding thereof can be derived

froma readi ng of exenplary claim30, a copy of which appears

in “APPENDI X A" to the main brief (Paper No. 19).

As evi dence, the exam ner has relied upon the references

i sted bel ow

lto et al. 4, 557,704 Dec.
1985
(1to *704)

lto et al. 5,073, 085 Dec.
1991
(Ito *085)

Yoshi kawa et al. 5,129, 784 Jul .
1992
( Yoshi kawa)

(da et al. 250, 118 Dec.
1987

(Cda)

(publi shed European Patent Application)

The follow ng rejections of the exam ner are before us

for revi ew

10,

17,

14,

23,



Appeal No. 97-1156
Application 08/192, 270

Clainms 30 through 48 stand rejected under 35 U S.C. §

112, second paragraph, as being indefinite.

Clainms 30, 31, 35 through 39, 42, and 45 through 48, as
best understood, stand rejected under 35 U S.C. § 102(b) as

bei ng anti ci pated by (da.

Clainms 30 through 34 and 37 through 48, as best
under st ood, stand rejected under 35 U S.C. 8§ 102(e) as being

anticipated by Ito ‘085.

Cl ainms 30 through 34 and 37 through 48, as best
under st ood, stand rejected under 35 U S.C. 8 103 as being

unpat ent abl e over Ito ‘085.

Cains 30, 31, 35 through 37, 42, and 45 through 48, as
best understood, stand rejected under 35 U.S.C. § 102(e) as

bei ng anti ci pated by Yoshi kawa.



Appeal No. 97-1156
Application 08/192, 270

Clainms 30 through 32 and 37 through 48, as best
under st ood, stand rejected under 35 U S.C. 8§ 102(b) as being

anticipated by Ito ' 704.

The full text of the examiner's rejections and response
to the argunent presented by appellants can be found in the
mai n and suppl enental answers (Paper Nos. 20 and 22)3, while
the conplete statenent of appellants’ argunent can be found in

the main and reply briefs (Paper Nos. 19 and 21).

OPI NI ON
In reaching our conclusion on the issues raised in this

appeal, this panel of the board has carefully considered

3 We are informed by Paper No. 19 (page 5) and Paper No. 20 (page 3) as
to an appeal in application Serial No. 07/987,186, the parent application of
the present divisional application before us.
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appel | ants’ specification and clains* the applied teachings®,
and the respective viewpoi nts of appellants and the exam ner.
As a consequence of our review, we nake the determ nations

whi ch foll ow.

The indefiniteness issue

W reverse the examiner’s rejection of clains 30 through

48 under 35 U.S. C. 112, second paragraph, as being indefinite.

The exam ner is uncertain as to whether a product per se
or a process of naking a product is being clainmd, and
specifically points to clauses (D) and (E) of claim31, as

well as clainms 40 and 41 (Paper No. 20, page 4).

4 The clains on appeal, drawn to a ceranic-nmetal conposite assenmbly, are
claims of Group I, consistent with a restriction requirenment in parent
application Serial No. 07/987,186. These cl ainms have al so been indicated to be
for the elected species of Figures 1A and 1B (Paper No. 5), in accordance with
an el ection of species requirenment (Paper No. 4).

5 In our evaluation of the applied teachings, we have considered all of
the disclosure of each teaching for what it would have fairly taught one of
ordinary skill in the art. See In re Boe, 355 F.2d 961, 965, 148 USPQ 507
510 (CCPA 1966). Additionally, this panel of the board has taken into account
not only the specific teachings, but also the inferences which one skilled in
the art would reasonably have been expected to draw fromthe disclosure. See
In re Preda 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).
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At the outset, an understanding of certain |anguage in

i ndependent clains 30, 31 and 38 is in order.

Wth respect to the | anguage “being nmetallurgically
joined” and “being nechanically joined” in the context used in
claim 30, we note the propriety of functionally claimng
sonething, i.e., a structure, by what it does rather than by

what it is. See Inre Hallman, 655 F.2d 212, 210 USPQ 609,

611 (CCPA 1981). Thus, we conprehend the aforenentioned
| anguage in claim30 as denoting the presence of netallurgica
joining structure and nmechani cal joining structure,

respectively.

Clainms 31 and 38 include sixth paragraph (35 U S.C. 8§
112) neans plus function recitations. These recitations are
construed to cover the corresponding structure described in
the specifi-cation and equivalents thereof. Read in |ight of
t he underlying disclosure (specification, page 3), we
understand these recitations as follows.
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Wth respect to “netallurgical joining neans”, it is
clear to us that this recitation denotes a joining structure
effected by netallurgical (chemcal) interaction between the
claimed internediate menber and ceram c nenber. The
specification inforns us (page 3) that this joining structure
can be effected by brazing, diffusion joining or welding,
joining by the use of oxide, friction welding, hot pressing,

and hot isostatic pressing.

As to the “nechanical joining neans”, we understand this
recitation as denoting a joining structure effected by
mechani cal interaction between the clainmed internedi ate nenber
and the netallic nenber. The specification (page 3) instructs
us that this joining structure can be effected by press

fitting, shrink fitting and fastening with bolts or screws.

In light of the above claimanalysis, we understand the

content of each of independent clainms 30, 31 (with clauses (D)
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and (E) therein), and 38 to be clearly drawn to a product,
i.e., a ceramc-netal conposite assenbly. The noted cl ains

are therefore viewed as definite in neaning.

Turning now to the exam ner’s concern regarding clains 40
and 41, we are cognizant that the netallurgical joining neans
and the nechanical joining neans are further defined therein
as conprising “heating” and “press fitting”, respectively.
Sinply stated, we understand this process | anguage in the
context of the product being clainmed as denoting the resulting
structure, i.e., a heated joining structure (claim 40) and a

press fit joining structure (claim4l). See In re Thorpe, 777

F.2d 695, 697, 227 USPQ 964, 966 (Fed. G r. 1985). Thus,
dependent clains 40 and 41 are understood as setting forth

further structural limtations and are definite in nmeaning.

The anticipation rejection based upon (da

We reverse this rejection of appellants’ clains under 35

U S.C. § 102(b).

The exam ner considers independent clainms 30, 31, and 38,
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addressed to a ceram c-netal conposite assenbly, to be antici-
pated by the assenbly shown in Figure 6 of Oda (nain answer,

pages 5 and 6).

We disagree with this conclusion. As we see it, the
engi ne piston of Figure 6 of Oda clearly includes two
mechani cal joining structures, not the specific netallurgica
joining structure and the nechanical joining structure
enconpassed by the clains. Under the present circunstances, it
is evident to us that one versed in this art would not have
fairly understood the term“press fitting” as inherently
teaching a netal lurgical joining process, as asserted by the
exam ner. In other words, the teaching of “press fitting”
does nakes certain, wthout question, that a netallurgica
joining process is, in fact, an inherent characteristic of the

Qda engi ne pi ston.

The rejections based upon Ito ‘085

under 35 U.S.C. 88 102(e) and 103

W reverse the respective rejections of clains 30 through

34 and 37 through 48 under 35 U.S.C. § 102(e) as being
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anti ci pat ed

by, and under 35 U.S.C. 8 103 as being unpatentable over, Ito

*085.

As to the anticipation issue, we find that the Ito ‘085
pat ent, addressed to a ceram c turbocharger rotor, relies
excl usi vely upon sol dering or brazing (nmetallurgical joining
nmeans) for assenbling the rotor parts together. Thus, Ito
‘085 |l acks, at the |east, nmechanical joining neans for joining
an internedi ate nenber to a netallic nenber, as required by
I ndependent clains 30, 31, and 38. It follows that Ito ‘085
is not an anticipatory reference within the neaning of 35
Uus.C
8§ 102(e). Further, in the matter of the obviousness issue, it
is clear to us that the Ito' 085 teaching of exclusive reliance
upon sol dering or brazing would not have been suggestive of
any nechani cal joining neans, as clained. Accordingly, the
cl aimed invention woul d not have been rendered obvi ous under

35 U.S. C
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§ 103 by the teaching of Ito ‘085.

The rejection based upon Yoshi kawa

We reverse this rejection of clains 30, 31, 35 through

37, 42, and 45 through 48 under 35 U. S.C. § 102(e).

Sinmply stated, the feature of a nechanical joining of an
I ntermedi ate nmenber and a netallic nenber in a ceram c-netal
conmposite assenbly (independent clains 30 and 31), in
particular, is not taught by Yoshi kawa. Thus, the content of
the rejected clains is not anticipated by the Yoshi kawa

di scl osure.

The rejection based upon Ito ‘704

We reverse this rejection of clains 30 through 32 and 37

t hrough 48 under 35 U S.C. § 102(b).

The I1to 704 docunent nmay fairly be said to teach the
joining of a ceramc turbine rotor shaft to a nmetal shaft
either by the brazing of an internedi ate buffer |ayer
t her ebet ween, as seen in Figure 2(b), or by end to end butt-
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wel di ng, as shown in Figure 3(a). Ito ‘904 sinply fails to
teach a nechanical joining of an internedi ate nenber and a
netallic nenber, a limtation of each of independent clains
30, 31, and 38. Thus, appellants’ clains are not antici pated

by the Ito ‘704 reference.

NEW GROUND OF REJECTI ON

Under the authority of 37 CFR 1.196(b), this panel of the

board i ntroduces the foll ow ng new ground of rejection.

Caim43 is rejected under 35 U.S.C. § 112, first and
second par agraphs, as |acking descriptive support in the
underlying specification and as being indefinite.

The specification (page 3) nakes it clear that brazing by
the use of specified materials and heating by the use of
certain oxides are separate and distinct netallurgical joining

neans.

Wth the above in mnd, the content of claim42 appears
to i nappropriately enconpass certain oxides for brazing which
were originally disclosed only for heating. Thus, the
| anguage of claim43 |acks descriptive support (35 U S.C. 112,
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first paragraph).

Further, claim43 is anbiguous in neaning. |I|s the
“m xture” a conponent of the group fromwhich a selection is
made, or is the “mxture” an addition to the netal selected
fromthe group? This anbiguity renders the claimindefinite

(35 U.S.C. 112, second paragraph).

In summary, this panel of the board has:

reversed the rejection of clainms 30 through 48 under 35

U S C 8§ 112, second paragraph, as being indefinite;

reversed the rejection of clainms 30, 31, 35 through 39,
42, and 45 through 48 under 35 U.S.C. § 102(b) as being

antici pated by (da;

reversed the rejection of clainms 30 through 34 and 37
t hrough 48 under 35 U. S.C. § 102(e) as being anticipated by

Ito * 085;

reversed the rejection of clainms 30 through 34 and 37

through 48 under 35 U.S.C. 8§ 103 as bei ng unpat ent abl e over
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Ito ‘ 085;

reversed the rejection of clains 30, 31, 35 through 37,
42, and 45 through 48 under 35 U.S.C. § 102(e) as being

antici pated by Yoshi kawa; and

reversed the rejection of clainms 30 through 32 and 37
t hrough 48 under 35 U. S.C. § 102(b) as being anticipated by
Ito

‘704,

Addi tionally, we have introduced a new ground of

rejection pursuant to 37 CFR 1.196(b).

The deci sion of the examner is reversed.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (CQct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
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8§ 1.196(b) provides that, “A new ground of rejection shall not
be consi dered final for purposes of judicial review”
37 CFR 8§ 1.196(b) also provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be renmanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a).

REVERSED
37 CFR 1.196(b)
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| AN A CALVERT )
Adm ni strative Patent Judge

BOARD OF PATENT
| RWN CHARLES COHEN )
Adm ni strative Patent Judge APPEALS AND

NEAL E. ABRAMS

)
)
) | NTERFERENCES
)
)
Adm ni strative Patent Judge )
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Suite 500
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Washi ngt on, DC 20007- 8696
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